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This IS a communication from the examiner in charge of your application. 
COMMISSIONER OF PATENTS AND TRADEMARKS 



Responsive to communication(s) filed on _ 
□ This action is FINAL. 



OFFICE ACTION SUMMARY 



□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits Is closed in - 
accordance with the practice under Ex parte Quayle, 1 935 D.C. 1 1 ; 453 O.G. 21 3. 



A shortened statutory period for response to this action is set to expire _ 



_ month(s), or thirty days, 



whichever is longer, from the mailing date of this communication. Failure to respond within the period for response will cause 
the application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 37 CFR 
1.136(a). 



Disposition of Claims 



Claim (s) _ 



Of the above, claim(5) ^ 

□ Clalm(s) 

J^t Claim(s) 

□ Claim(s) 

□ Claim(s) 



is/are pending in the application, 

Js/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 



_is/are objected to. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 



_are subject to restriction or election requirement. 



O The drawing (s) filed on _ 

□ The proposed drawing correction, filed on 

□ The specification Is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

□ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 

CD All CD Some* CD None of the CERTIFIED copies of the priority documents have been 
CD received. 

CD received in Application No. (Series Code/Serial Number) . 

CD received In this national stage application from the International Bureau (POT Rule 1 7.2(a)). 

•Certified copies not received: 



Js/are objected to by the Examiner. 
is C] approved CD disapproved. 



CD Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e). 
Attachment(s) 

]^ Notice of Reference Cited, PTO-892 AL^^ 
Information Disclosure Statement(s), PTO-1449, Paper No(s). ^ ^"^y 
CD interview Summary, PTO-4 13 

□ Notice of Draftperson's Patent Drawing Review, PTO-948 
CD Notice of Informal Patent Application, PTO-1 52 

-SEE OFRCE ACTION ON THE FOLLOWING PAGES- 
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Application/Control Number: 09/484,484 Page 2 

Art Unit: 1623 



This application currently names joint inventors. In considering patentabilit>' of the claims 
under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various claims was 
commonly owned at the time any inventions covered therein were made absent any evidence to 
the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out the inventor 
and invention dates of each claim that was not commonly owned at the time a later invention was 
made in order for the examiner to consider the applicability of 35 U.S.C. 103© and potential 35 
U.S.C. 102(f) or (g) prior art under 35 U.S.C. 103(a). 



35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

A rejection based on double patenting of the "same invention" type finds its support in the 
language of 35 U.S.C, 101 which states that "whoever invents or discovers any new and useful 
process ... may obtain a patent therefor ..." (Emphasis added). Thus, the term "same invention," 
in this context, means an invention drawn to identical subject matter. See Miller v. Eagle Mfg, 
Co., 151 U.S. 186 (1894); //7r^ Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); m&Inre 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by canceling 
or amending the conflicting claims so they are no longer coextensive in scope. The filing of a 
terminal disclaimer cannot overcome a double patenting rejection based upon 35 U.S.C. 101 . 



Claims 1-9 and 27-49 are provisionally rejected under 35 U.S.C. 101 as claiming the same 
invention as that of claim 1-9 and 27-49 of copending Application No. 09/067,337. This is a 
provisional double patenting rejection since the conflicting claims have not in fact been patented. 
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Art Unit: 1623 



The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specificalion shall contain a wrinen description of the invention, and of the manner and 
process of making and using it, in such fuil, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and use the same and shall set forth the best mode contemplated by the inventor of 
carrying out his invention. 



Claims 1-49 are rejected under 35 U.S.C. 1 12, first paragraph, as containing subject 
matter which was not described in the specification in such a way as to enable one skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

The incorporation of essential material by reference to a foreign application or foreign 
patent or to a publication inserted in the specification is improper. Applicant is required to amend 
the disclosure to include the material incorporated by reference. The amendment must be 
accompanied by an affidavit or declaration executed by the applicant, or applicant's attorney or 
agent, stating that the amendatory material consists of the same material incorporated by 
reference in the referencing application. In re Hawkins, 486 F.2d 569, 179 USPQ 157; In re 
Hawkins, 486 F.2d 579, 179 USPQ 163; In re Hawkins, 486 F.2d 577, 179 USPQ 167. 

The attempt to incorporate subject matter into this application by reference to non-patent 
publications, is improper because the material described in the articles includes essential subject 
matter related to the description of linker molecules, as set forth on page 37 and methods for the 
synthesis protocols for biopolymers as set forth on page 46, lines 23 and 24. 
It is fiarther noted that there is not seen support commensurate in scope with the description of the 
variable "X'" to be represented by "any reactive group which can be used in biopolymer 
synthesis. There appears to be support for "X"' to be represented by OH, SH, NH2, COR^ and 
COOR"*, but not any reactive group. 
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The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

Claims 1-49 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

In claims 1,33 and 45, it is noted that the claims fail to provide a chemical name or 
structural formula for the moieties represented by the variables "Sp" and "X^". In all occurrences 
in the claims wherein there is an absence of a chemical or structural core to represent said 
variables, said claims are seen to be indefinite. The variable "n", where not further defined by a 
number or numerical range is ambiguous and renders the claims lacking said fiirther definition 
indefinite. In claims 5 and 38, it is noted that the variable "X'" is defined twice. The claims are 
confusing where there are two definitions for one variable. A broad range or limitation together 
with a narrow range or limitation that falls within the broad range or limitation (in the same claim) 
is considered indefinite, since the resulting claim does not clearly set forth the metes and bounds 
of the patent protection desired. Note the explanation given by the Board of Patent Appeals and 
Interferences in Ex parte Wu, 10 USPQ2d 203 1, 2033 (Bd. Pat. App. & Inter. 1989), as to where 
broad language is followed by "such as" and then narrow language. The Board stated that this 
can render a claim indefinite by raising a question or doubt as to whether the feature introduced 
by such language is (a) merely exemplary of the remainder of the claim, and therefore not 
required, or (b) a required feature of the claims. Note also, for example, the decisions of Ex parte 
Steigewald, 131 USPQ 74 (Bd. App. 1961); Exparte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex 
parte Hasche, 86 USPQ 481 (Bd. App. 1949). In the present instance, claims 5 and 38 each 
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recites the broad recitation X is any reactive group, and the claim also recites a Markush 
grouping definition, which is the narrower statement of the range/limitation. In claim 8, commas 
should separate the structural formulae so that the formulae depicted reads alternatively in a 
proper manner. In claim 33, the variable "N""' is not defined. Claim 33 is also seen to be 
confusing where in the last line of the claim, where dimers and trimers are monomers. 

Please note, the instant application is seen to be a continuation of copending US Patent 
Application 09/067,337, both of which contain sequences, which necessitate compliance with 37 
CFR § § § 1 .821-1 .825. If the computer readable forms for sequences in the instant 09/484,484 is 
the same as in the parent application, a sample statement to request the use of same should be 
employed. A sample statement is contained herein. Verification of paper copies in compliance 
with the sequence rules should be filed expeditiously. 

The Pieken et al. Patent is cited to show the state of the art. 

Any inquiry concerning this communication should be directed to James O. Wilson, 
Primary Examiner in Art Unit 1 623 at telephone number (703) 308-4624. 




